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DETAILED ACTION 

Status of the Claims 

1 . Claims 40, 41 , 44, and 46-50 were previously pending. Claims 40 and 41 were 
amended, and claims 44 and 46-50 were canceled in the reply filed February 10, 2009. 
Claims 40 and 41 are currently pending. 

Response to Arguments 

2. Examiner maintains that the contents of the naming profile are non-functional 
descriptive material. As claimed, the naming profile is a set of addresses. Addresses 
alone are not functional. Applicant argues that the return to address is functional 
because "it conveys information about where to return the mail if undeliverable." 
Remarks, page 7. This is not present in the claims. Although the claims are interpreted 
in light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). Applicant 
sets forth a number of other alleged functions that are also not recited in the claims. 
See Remarks, page 8. As drafted, the return address is unrelated to any other part of 
the claimed invention. The descriptive text identifying the return address does not 
exploit or interrelate with the underlying structural elements and, therefore, is not 
"functionally related to the substrate." See In re Gulack, 703 F.2d 1381 , 1385; 217 
USPQ 401, 404 (Fed. Cir. 1983) (when descriptive material is not functionally related to 
the substrate, the descriptive material will not distinguish the invention from the prior art 
in terms of patentability). The claims also do not even seem to require that the 
addressee address and the return address are different, as alleged in the Remarks, 
page 9. It is well-known that addresses such as physical delivery addresses serve as 
both an addressee address and the return address. Examiner also maintains that even 
if the return address was considered functional descriptive material, its inclusion would 
be obvious for the reasons stated in the rejections below. 

3. Examiner notes as a matter of claim construction that while the Specification 
discloses one of the principal uses of the pseudo name is to replace a physical address 
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used in mail processing, the claims as currently drafted merely use the pseudo name for 
billing purposes and passive display on the mail piece. This function of the pseudo 
name has not been read into the claims. 

4. Applicants arguments based on the newly added limitations are considered moot 
in view of the new grounds of rejection. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 40 and 41 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. While the disclosure generally describes the 
principles of pseudo names, it does not "a first franking profile including a list of trusted 
pseudo names comprising at least one trusted pseudo name, the first pseudo name 
corresponding to an entity to be billed for charges incurred by the at least one trusted 
pseudo name, the at least one trusted pseudo name being the second pseudo name." 
No forms of the word "trust" appear in the disclosure. It is not clear what in the 
disclosure would constitute a trusted pseudo name. There is not support therefore for a 
list of trusted pseudo names, for another entity being billed for charges incurred by a 
trusted pseudo name, and at least one trusted pseudo name being the second pseudo 
name. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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8. Claims 40 and 41 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

9. Claims 40 and 41 recite "a first franking profile including a list of trusted pseudo 
names comprising at least one trusted pseudo name, the first pseudo name 
corresponding to an entity to be billed for charges incurred by the at least one trusted 
pseudo name, the at least one trusted pseudo name being the second pseudo name." 
The effect of the term "trusted" is unclear. No forms of the word "trust" appear in the 
disclosure, and it is not clear what would be the difference between a list "trusted" 
pseudo names and another list of pseudo names. Accordingly, the public is not 
properly apprised as to the scope of the claims and thus what would constitute 
infringement. 

10. Claim 40 recites a "means for registering a second pseudo name." This element 
is recited distinctly from the previously "means for registering a first pseudo name." 
However, it is unclear if the corresponding structures in the specification for these § 
112, sixth paragraph elements are actually different. Applicant has identified fflf 0025, 
42, and 47 as identifying the corresponding structure for the "means for registering a 
first pseudo name." Remarks, pages 4-5. However, there does not appear to be any 
corresponding structure for a "means for registering a second pseudo name" if it is 
indeed different from the "means for registering a first pseudo name." 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 40 and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lorch, et al., Intl. Pat. Pub. No. WO 02/51051 (Reference 1 of the IDS submitted 
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5/23/2005) in view of Dutta, U.S. Pat. Pub. No. 2003/0177021 (Reference A of the 
attached PTO-892) and Law, U.S. Pat. No. 7,058,586 (Reference A of the PTO-892 part 
of paper no. 20071119). 

13. As per claim 40, Lorch teaches a system comprising: means for registering a first 
pseudo name and a first user profile associated with the first pseudo name (pg 11, lines 
8-1 0, 1 8-21 ); means for registering a second pseudo name (pg 1 1 , lines 8-1 0, 1 8-21 ); 
the first user profile having: a first franking profile(pg 23, lines 8-11); a naming profile 
including an addressee address, the addressee address being one of a physical 
address, the first pseudo name, the second pseudo name and a third pseudo name (pg 
19, lines 15-17; Fig. 3); means for filtering mail to be delivered to an alternate address 
(pg 22, lines 7-20); and means for displaying the first pseudo name on the mail object 
(Fig. 1; pg 11, lines 12-14). 

Lorch does not explicitly teach that the naming profile also includes a return to 
address. However, this difference is solely found in the non-functional descriptive 
material of the stored address data itself. Non-functional descriptive material cannot 
lend patentability to an invention that would have otherwise been anticipated by the 
prior art. In re Ngai, 367 F.3d 1336, 1339; 70 USPQ2d 1862, 1864 (Fed. Cir. 2004); cf. 
In re Gulack, 703 F.2d 1381, 1385; 217 USPQ 401, 404 (Fed. Cir. 1983) (when 
descriptive material is not functionally related to the substrate, the descriptive material 
will not distinguish the invention from the prior art in terms of patentability). The return 
to address included in the user profile has no functional relationship with any other 
recited element of the claim, and thus is not "functionally related to the substrate." See 
id. 

Moreover, even if a functional relationship between the return address and the 
rest of the invention existed, its inclusion would still be obvious based upon Lorch's 
disclosure. Lorch teaches that a sender name and physical address is placed on the 
mail object to identify a sender of the mail object (Fig. 1), and that recipient/sender 
addresses share the same format and represent physical locations (Fig. 1). Therefore, 
a sender address can also serve as a recipient address without any modification. 
Additionally, the usefulness of the pseudo name as suggested by Lorch is applicable for 
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sender (return) as well as recipient addresses. The advantage of the pseudo name is 
that it allows physical address delivery without the other party knowing the physical 
address (pg 16, lines 12-14). This premise is also applicable to return mail, as senders 
may wish to keep their physical address unknown for the same reasons as recipients, 
but may still desire return correspondence from the initial recipient. Additionally, this 
allows businesses to use an easy-to-remember return address for consumer response 
correspondence, a use explicitly suggested by Lorch (pg 35, lines 3-14). It would have 
been prima facie obvious to one having ordinary skill in the art at the time of invention to 
include a return to address into the user profile because this is simply a combination of 
old elements already known in the art. In the combination no element would have 
served a function other than it already did independently, and one skilled in the art 
would have recognized that the combination could be implemented through routine 
engineering producing predictable results. 

Similarly, while Lorch teaches both a pseudo name and a return field, it does not 
explicitly teach that the address in the return field is a pseudo name rather than a 
physical address. Thus, the difference between the claimed subject matter and the 
prior art rests not on any individual element or function but in the very combination 
itself— that is, in the substitution of the physical sender address in the return field with a 
pseudo name. Both recipient and sender addresses share similar characteristics and 
functions. They are formatted in the same manner and both identify physical locations. 
The same single address often serves as both an addressee address and return 
address. Figure 3b of the present invention also shows the interchangeability of a 
pseudo name with a return address. It would have been prima facie obvious to one 
having ordinary skill in the art at the time of invention to incorporate a sender pseudo 
name because it is merely the simple substitution of one known element for another that 
could be implemented through routine engineering to produce only predictable results. 
Moreover, the usefulness of the pseudo name as suggested by Lorch is applicable for 
sender (return) as well as recipient addresses. The advantage of the pseudo name is 
that it allows physical address delivery without the other party knowing the physical 
address (pg 16, lines 12-14). This premise is also applicable to return mail, as senders 
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may wish to keep their physical address unknown for the same reasons as recipients, 
but may still desire return correspondence from the initial recipient. Additionally, this 
allows businesses to use an easy-to-remember return address for consumer response 
correspondence, a use explicitly suggested by Lorch (pg 35, lines 3-14). 

While Lorch generally teaches recipient billing (pg 37, lines 11-13), it does not 
explicitly teach a first franking profile including a list of trusted pseudo names 
comprising at least one trusted pseudo name, the first name corresponding to an entity 
to be billed for charges incurred by the at least one trusted pseudo name, the at least 
one trusted pseudo name being the second pseudo name; and similarly, means for 
billing the entity corresponding to the first name for services provided to the second 
pseudo name. Dutta teaches a franking profile including a list of trusted pseudo names 
comprising at least one trusted pseudo name, the first name corresponding to an entity 
to be billed for charges incurred by the at least one trusted pseudo name, the at least 
one trusted pseudo name being the second pseudo name; and similarly, means for 
billing the entity corresponding to the first name for services provided to the second 
pseudo name (jffl 0025, 29-31 ). It would have been prima facie obvious to one having 
ordinary skill in the art at the time of invention to incorporate the above teachings 
because this is merely a combination of old elements in the art of mail processing. In 
the combination, no element would have served a function other than it already did 
independently, and one skilled in the art would have recognized that the combination 
could be implemented through routine engineering producing predictable results. 
Examiner notes that while Dutta does not teach that the first name is a pseudo name, 
this teaching is supplied by the base reference. Also, examiner notes that Dutta 
teaches the naming profile's return address and the return address pseudo name 
missing from Lorch as detailed above (Iflf 0025, 29-31 ; Fig. 2); which would have been 
obvious to incorporate for the same reason that it is merely a combination of old 
elements. 

Lorch does not teach means for restricting mail delivery to receive mail from a 
first list of names; and that the means for filtering mail is from a second list of names; 
which are taught by Law (col. 4, lines 37-61). It would have been prima facie obvious to 
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one having ordinary skill in the art at the time of invention to incorporate the above 
teachings because this is merely a combination of old elements in the art of mail 
processing. In the combination, no element would have served a function other than it 
already did independently, and one skilled in the art would have recognized that the 
combination could be implemented through routine engineering producing predictable 
results. Examiner notes that for the § 1 12, sixth paragraph elements recited above, the 
corresponding structure disclosed in the Specification (i.e., hardware programmed with 
suitable instructions for performing the function) is the same as that disclosed in each of 
the above references. 

14. As per claim 41 , Lorch in view of Dutta and Law teaches a computer readable 
medium having a program for the mail services detailed in claim 40 as set forth above 
(see Lorch, pg 25, lines 5-8; Dutta, fflf 0032-33; Law, col. 3, lines 42-46). 

Conclusion 

1 5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL P. VETTER whose telephone number is 
(571)270-1366. The examiner can normally be reached on Monday through Thursday 
from 8am to 6pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571) 272-6708. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John W Hayes/ 

Supervisory Patent Examiner, Art Unit 3628 



